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DETAILED ACTION 
Claim Objections 

Claims 2-12 and 14-18 are objected to because of the following informalities: The 
term "An apparatus" should be changed to "The apparatus" since a proper antecedent 
basis for the term is established in the independent claims. 

Appropriate corrections are required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 10 and 11 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claim 10 recites a well capable of holding an aliquot of reagent over the fluid 
port. However, according to the Specification and the Drawings, it appears that the well 
is a part of port 19 (see line 29 page 13 - line 1 page 14 & Fig. 6). According to the 
claim, the well is located above port 19. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 10-14, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Stapleton et al. (US 5,346,672) in view of Saxon et al. (US 

4,927,765). 

Stapleton et al. disclose a device for preserving biological specimens. The device 
comprises a specimen disposed on a microscope slide 18 enclosed by flanges 46 and 
cover rims 40 that form a releasably sealed chamber 32 surrounding the specimen. The 
device also comprises a conical fluid port 56 located in the wall of the chamber through 
which fluids can be added or removed. To prevent contamination of the specimen, the 
device comprises a valve in the form of a flexible bladder 60 that plugs port 56 and 
vents chamber 32 (see Figs. 5 & 6 and lines 1-16 col. 12). The bladder 60 is also 
capable of holding an aliquot of reagent in the fluid port. However, the reference does 
not disclose a conduit or an actuator as recited in the claim. 

Saxon et al. disclose an automated reagent dispenser. The dispenser comprises 
a conduit in the form of port 23 through which negative and positive pressure flows as 
well as an actuator that moves the dispenser to a desired location to dispense the 
reagent (see lines 31-41 col. 4). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide an automated regent dispenser as taught by Saxon et al. to the 
device disclosed by Stapleton et al. such that the port through which the negative and 
positive pressure flows forms a seal with port 56 of the Stapleton et al. device. The 
modified device would allow one to introduce reagents into chamber 32 automatically 
and cleanly. See In re Venner . 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958), a 
case in which the Court held that broadly providing an automatic or mechanical means 
to replace a manual activity which accomplished the same result is considered an 
obvious expedient. 

It also would have been obvious to one of ordinary skill in the art to provide a 
second port and a second conduit to the modified Stapleton et al. device so that a 
second reagent can be dispensed into chamber 32 of the device. See In re Harza , 274 
F.2d 669, 124 USPQ 378 (CCPA 1960), a case in which the Court held that mere 
duplication of parts has no patentable significance unless a new and unexpected result 
is produced. 

It also would have been obvious to one of ordinary skill in the art to provide a 
plurality of chambers to the modified Stapleton et al. device such that the device 
positions the actuator at a selected chamber. The modified device would be able to 
accommodate a plurality of microscope slides. See In re Harza . 274 F.2d 669, 124 
USPQ 378 (CCPA 1960). 
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Allowable Subject Matter 

Claims 6-9, 15 and 16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Stapleton et al. disclose a device for preserving biological specimens. The device 
comprises a specimen disposed on a microscope slide 18 enclosed by flanges 46 and 
cover rims 40 that form a releasably sealed chamber 32 surrounding the specimen. The 
device also comprises a conical fluid port 56 located in the wall of the chamber through 
which fluids can be added or removed. To prevent contamination of the specimen, the 
device comprises a valve in the form of a flexible bladder 60 that plugs port 56 and 
vents chamber 32 (see Figs. 5 & 6 and lines 1-16 col. 12). The bladder 60 is also 
capable of holding an aliquot of reagent in the fluid port. 

Moreover, it would have been obvious in view of Saxon et al. (US 4,927,765) to 
provide an actuator means to accommodate a conduit into port 56 of the Stapleton et al. 
device so that reagents can be added to chamber 32 of the device. However, there is 
no analogous art that suggests or teaches the use of a piston disposed in a movable 
conduit to open a flexible valve disposed in a port. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul S. Hyun whose telephone number is (571)-272- 
8559. The examiner can normally be reached on Monday-Friday 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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